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REMARKS 



Claims 1-29 are pending. By this amendment, the specification is amended. 
Reconsideration in view of the above amendments and following remarks is respectfully 
requested. 

Applicant has amended the specification to include the claim for priority to 
PCT/JP99/04178 and PCT/JP00/0201 5. As this application was filed prior to November 29, 
2000, it is respectfully requested that no Petition is due. As both PCT applications designated 
the United States, under 35 U.S.C. §363 the applications have the effect of national 
applications for patents regularly filed in the Patent and Trademark Office. Accordingly, no 
certified copies of the PCT applications are due to perfect Applicant's claim priority. 

Acknowledgement of Applicant's claim for priority under 35 U.S.C. §120 is 
respectfully requested. 

With respect to the Information Disclosure Statement filed June 28, 2002, Applicant 
respectfully notes that Japanese Publications 10-207946, 10-289267 and International 
Publication WO 98/21677 were submitted with the Information Disclosure Statement (IDS) 
filed December 28, 2000. A copy of the International Search Report (ISR) was filed with the 
December 28, 2000 IDS. A copy of Applicant's date-stamped receipi from December 28, 
2000 is enclosed. Accordingly, it is respectfully submitted that these references were timely 
submitted and must be considered. 

Wiih respeci to U.S. Patent 5,608,778 and Japanese Publication 1 1-096252, these 
references were submitted with the June 28, 2002 IDS with a copy of the International 
Preliminary Examination Report (IPER). 

It is respectfully submitted that the relevance of each of the submitted documents has 
been concisely explained in the ISR and the translation of xhe ISR (copy enclosed) submitted 
with the April 10, 2001 IDS. It is also respectfully submitted that each of the cited 
documents was submitted prior to a first Office Action on the merits and that no fee is due. 

As it appears that the Examiner has not received the December 28, 2000 IDS, 
Applicant will supplement this response with a new IDS including all of the references ciied 
in the December 28, 2000, April 10, 2001, and June 28, 2202 IDS's. As each of the 
references has been previously submitted, and concisely explained, it is respectfully 
submitted that no fee would due for such an IDS. 
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The Office Action rejects each of independent claims 1 , 3, 20 and 27-29 under 35 
U.S.C § 103(a) over Mobile Commerce in view of Official Notice, Dunlap, PR Newswire and 
Gifford (U.S. Patent 5,724,424). The rejection is respectfully traversed. 

With respect to the taking of Official Notice, Applicant respectfully submits that the 
Examiner has not complied with the requirements for taking of Official Notice as set forth in 
MPEP §2144.03. Accordingly, Applicant respectfully requests that the Examiner produce 
documentary evidence to support the assertion that one of ordinary skill in the an 
investigating payment systems for mobile commerce would employ old and well-known 
market research practices by at least investigating dominant players in the field of internet 
commerce payment systems to ascertain company name and capability or withdraw the 
rejection. 

It is also respectfully submitted that the Examiner is misusing the doctrine of Official 
Notice. As stated in MPEP §2 144.03, Official Notice may be taken of facts beyond the 
record that are capable of instant and unquestionable demonstration as to defy dispute. It is 
respectfully submitted that the Examiner is alleging that certain features of Applicant's 
claimed invention would have been obvious to one of ordinary skill in the art. See, for 
example, page 7, lines 9-14 of the Office Action. Obviousness is a legal conclusion. Official 
Notice may be taken only for factual questions, not legal conclusions. 

MPEP §2143 states 'To establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
an, to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claimed limitations. 

It is respectfully submitted that the rejection fails to establish a prima facie case of 
obviousness as the references fail to disclose all the claimed limitations. There is also no 
suggestion or motivation either in the references themselves or the knowledge generally 
available to one of ordinary in the an, to combine the reference teachings in the manner 
alleged by the Examiner, In particular, it is respectfully submitted that none of the applied 
prior an discloses or suggests the claimed settlement apparatus which performs these 
settlement of a transaction. 
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Dependent claims 2, 14-19 and 21-26 recite additional features of the invention and 
are allowable for the same reasons discussed above with respeci to independent claims 1,3, 
20 and 27-29 and for The additional features recited therein. 

Reconsideration and withdrawal of the rejections of claims 1-29 are respectfully 



In view of the above amendments and remarks, Applicant respectfully submits that all 
the claims are allowable and that the entire application is in condition for allowance. 

Should the Examiner believe that anything further is desirable to place the application 
in better condition for allowance, the Examiner is invited to contact the undersigned at the 
telephone number listed below. 



Date: February 2, 2004 
P.O. Box 10500 
McLean, VA 22102 
(703) 905-2000 

Attachments: 

Date-Stamped Receipt (December 28, 2000) 
International Search Report (ISR) w/iranslation 



requested- 



Respectfully submitted, 



JjOHN P. DARLING ^ 
Reg. No. 44482 
Tel. No. (703)905-2045 
Fax No. (703)905-2500 
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